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DETAILED ACTION 

The finality of the Office Action mailed on 05/09/2005 is withdrawn. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1. Claims 1-14 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 
Regarding claims 1 and 10, the limitation"... corresponding to said match 
between audio input from said user and said one of said templates" has not been 
described and/or supported by the specification. According to the specification (See fig. 
4 and page 6 lines 22-26, page 8 lines 9-14), playing the associated audio file 
corresponding to the match between a received caller identification and one of 
telephone numbers stored in the voice activated dialing database. Correction is 
required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,4-10 and 13-14 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Van Der Salm (WO 96/27974) in view of Barkat et al. 

(5,805,672). 

Regarding claim 1, Van Der Salm discloses a mobile communication device (See 
fig. 4) comprising: a database 1 9 of telephone numbers, one or more the telephone 
numbers associated with respective audio files (name sound); and a caller identification 
circuitry 17 for detecting an originating telephone number associated with an incoming 
telephone and, if the originating is associated with an audio file (name sound), playing 
the associated audio file (name sound) (See figs. 3-4 and Abstract, page 14 line 5 to 
line 38). However, Van Der Salm does not mention that the mobile communication 
device comprising a voice activated dialing circuitry for dialing one of the telephone 
numbers in response to identifying a match between an audio input from a user and one 
of templates, and for playing the associated audio sound (sound name) in response to 
the match. Barkat teaches an accessory voice operated unit integrated with a cellular 
telephone (See figs. 1-2) comprising a voice activated dialing circuitry for dialing one of 
pre-stored telephone numbers in response to identifying a match between an audio 
input from a user and one of templates, and for playing the associated audio sound 
(sound name) in response to the match (See figs. 2-4 and col. 3 line 26 to col. 5 line 
45). Since both Van Der Salm and Barkat disclose devices that utilize database 
including telephone numbers and its associated audio files (name sound) for getting 
user's intention during their operations of dialing telephone numbers and receiving 
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incoming calls; therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to apply the teachings of Barkat in modifying the 
mobile device as disclosed by Van Der Salm with the voice activated dialing circuitry as 
well as configuring both caller identification circuitry and voice activated dialing circuitry 
to use the same database of the telephone numbers and its associated audio files for 
the advantage of providing flexibility and convenience to a user by allowing the user to 
conduct hands-free telephone communication. 

Claim 10 is rejected for the same reasons as set forth in claim 1 , as method. 

Regarding claim 4, Van Der Salm & Barkat disclose as cited in claim 1. Van Der 
Salm further discloses the caller identification circuitry further plays a distinctive ring 
associated with the originating telephone number not associated with an audio file (See 
fig. 3 and page 14 lines 27-38). 

Claim 13 is rejected for the same reasons as set forth in claim 4, as method. 

Regarding claim 5, Van Der Salm & Barkat disclose as cited in claim 1 . Barkat 
further discloses the audio files are recordings of the user's voice 9See col. 4 lines 45- 
62). 

Claim 14 is rejected for the same reasons as set forth in claim 5, as method. 

Regarding claims 6, Van Der Salm & Barkat disclose as cited in claim 1 . Van 
Der Salm further discloses the mobile communication device is a cellular telephone 
(See page 1 1 , lines 9-1 5). 

Regarding claim 7-9, Van Der Salm & Barkat disclose as cited in claim 1. 
However, they do not explicitly mention that the mobile communication device is a smart 
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phone or a PDA or a portable computer. Since smart phone or PDA or a portable 
computer are known in the art; therefore it would have been obvious to one of ordinary 
skill in he art at the time the invention was made to use smart phone or PDA or portable 
computer as the mobile communication device as disclosed by Van Der Salm & Barkat 
for the advantage of expanding the capability of the device to various types of mobile 
communication devices. 

3. Claims 2-3 and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Van Der Salm (WO 96/27974) in view of Barkat et al. (5,805,672) as applied 
to claims land 10 above, and further in view of Flannery (2002/008671 1). 
Regarding claims 2-3, Van Der Salm & Barkat disclose as cited in claim 1. 
However, they do not mention that the mobile communication device displays the 
originating telephone number and its associated name on the display. Flannery teaches 
a portable phone 2 wherein displays the originating telephone number and its 
associated name on the display in response to an incoming call (See figs. 1-2 and page 
1 [0006], page 2 [0018]). Since both Van Der Salm & Barkat and Flannery suggest 
portable or mobile communication device indicating the user about the incoming calls 
either audibly or visually; therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to configure the mobile communication 
device to display the originating telephone number and its associated name for the 
advantage of expanding the capability of the device to various types of call-alerted 
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indications as well as allowing the user to visually identify the caller to accept and/reject 
the incoming call. 

Claims 11-12 are rejected for the same reasons as set forth in claims 2-3, as 
method. 

Response to Arguments 

Applicant's arguments filed 04/06/2006 have been fully considered but they are 
not persuasive. 

In response to applicant's argument that there is no suggestion to combine the 
references (See Brief, page 3), the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
Van Per Salm discloses device comprising caller identification circuitry that utilizes 
database including telephone numbers and theirs associated audio files (name sound) 
for getting user's intention during its operation of receiving incoming calls and Barkat 
discloses device comprising voice activated dialing circuitry that utilizes database 
including telephone numbers and theirs associated audio files (name sound) for getting 
user's intention during its operation of dialing telephone numbers. Therefore, Van Per 
Salm in view of Barkat wherein device's caller identification circuitry and device's voice 
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activated dialing circuitry utilize the same database of telephone numbers and theirs 
associated audio files (name sound), would arrive to the claimed invention. 

The Applicant argued that there is no suggestion to combine Van Der Salm and 
Barkat because "Van Der Salm emphasized the algorithmic conversion of caller 
identification information into ring tones to avoid a large memory containing ring tones, 
and this counters any suggestion that a name recognition database" (See remark, page 
3). The Examiner respectfully disagrees with the Applicant's argument. In this instant 
case, Van Der Salm does teach a memory 19 (database) for storing telephone numbers 
with theirs associated customized audio files for use by the caller identification circuit 
(See page 16, lines 25-36, page 19 line 37 to page 20 line 2) and Barkat teaches a 
database for storing customized audio files with theirs associated telephone numbers 
for use by the voice activated dialing circuitry (See figs. 2-4 and col. 3 line 26 to col. 5 
line 45). Since both Van Der Salm and Barkat teach the utilization of database 
containing telephone numbers and theirs associated audio files by circuitry of mobile 
communication device; therefore they are combinable. 

For the above reasons, the Applicant's arguments are not persuasive and the 
Examiner maintains the rejections. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan A. Tran whose telephone number is (571) 272- 
7858. The examiner can normally be reached on Mon-Fri, 10:00AM-6:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Anderson can be reached on (571) 272-4177. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Tuan Tran 



Matthew D. Anderson 
SPE-2618 



